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Should the law treat all product 
designs alike?

Product designs -
cars 
furniture
lighting
shoes
household applicances
electronics
garden and landscaping furniture and structures
sculptures
garments and accessories
handcrafted products
mass-manufactured products

Appeal to consumers visually and functionally
Contribute to the personality and standing of a person, at home and at 
work

Discrimination and 3-D product 
designs

From this perspective, the queries are:

Why does copyright law (especially in the US, UK, Germany and Italy) 
struggle to accept product designs in the same manner as literary, 
musical or dramatic works?

Why does sui generis design law inevitably get entangled with elusive 
and arbitrary notions of ornamentation or aesthetic considerations?

Why is there such a strong need in design and copyright laws to equate 
function with aesthetics? 

What about trade mark law? 

What maintains and fuels this discriminatory attitude towards three-
dimensional products?

Origins of the dilemma

International ambivalence (and contempt)

• Article 1, Paris Convention; Article 2(7), Berne Convention; Articles 25, 26, TRIPS Agreement

Tortured statutes and obfuscatory interpretations

• s.4, CDPA 1988 (UK); s.101, Copyright Act 1976 (US) 

Artificial and arbitrary legal tools

• Judges employing beauty/aesthetic judgements and/or equating function to beauty

The British journeyThe British journey.....

UK and “artistic work”

4. Artistic works

(1) “In this Part ‘artistic work’ means—

(a) a graphic work, photograph, sculpture or collage, irrespective of artistic quality,

(b) a work of architecture being a building or a model for a building, or

(c) a work of artistic craftsmanship.

(2) In this Part—

[...] ‘graphic work’ includes—

(a) any painting, drawing, diagram, map, chart or plan, and

(b) any engraving, etching, lithograph, woodcut or similar work;

[...] sculpture’ includes a cast or model made for purposes of sculpture.”
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Legal etymology of s.4, CDPA 1988
From 1735 to 1911

First visual art/design law - Engraver’s Copyright Act 1735 (inventions or designs which were engraved, etched 
or worked in Mezzotinto or Chiaro Oscuro)

First fashion design law - Designing and Printing of Linens and Calicoes 1787

First non-print, 3-D, product law - Models and Busts Act 1798 (models or casts of any bust, any part or statute of 
human figure or animal)

Extended to sculptures Sculpture Copyright Act 1798Extended to sculptures - Sculpture Copyright Act 1798

First “new technology” law - Fine Arts Copyright Act 1862 (paintings, drawings and photographs)

First registered “ornamental” design law - Copyright of Designs Act 1839 (2), and 1842 (“new or original design 
for the ornamentation, shape, or configuration of any article of manufacture”)

First demarcation between “industrial design” and copyright - sculptures are excluded - Copyright of Designs Act 
1842

First registered “utility model” law - Utility Designs Act 1843

First “artistic works” law - Copyright Act 1911 (works of painting, drawing, sculpture, artistic craftsmanship, and 
architectural works of art and engravings and photographs

Second demarcation between “industrial design” and copyright - Copyright Act 1911 (registrable designs which 
are industrially applicable are denied copyright protection.)

Judges, copyright and 
aestheticism

• Film costumes and props - Sculpture 
• Lucasfilm Ltd & Ors v Ainsworth & Anor, [2008] ECDR 17 (HCt); [2010] ECDR 6 (Court of 

Appeal); [2011] 6 ECDR (House of Lords) 

• Contemporary, popular furniture - Work of artistic 
craftsmanship 

• Hensher v Restawile Upholstery Ltd. (1975) RPC 31 (House of Lords)

• Children’s clothing - Work of artistic craftsmanship  
• Merlet v Mothercare [1986] RPC 115 (Court of Appeal)

What was the correct 
approach in law in 
relation to categorising 
“three-dimensional 

bj  h  h  b h  

Lucasfilm Inc v. Ainsworth

objects that have both an 
artistic purpose (of some 
sort) and a utilitarian 
function (of some sort)”

(per Lords Walker & 
Collins).

The appellants case was that the helmet was a sculpture because
its purpose is wholly artistic:

“In the present case, the question of functionality does not arise,
because the articles in question have no functional purpose whatever

The appellants case was that the helmet was a sculpture because
its purpose is wholly artistic:

“In the present case, the question of functionality does not arise,
because the articles in question have no functional purpose whatever

Appellant’s Argument 
- it’s a sculpture!

because the articles in question have no functional purpose whatever.
The Stormtroopers’ helmets and armour did not exist in order to
keep their wearers warm or decent or to protect them from injury in
an inter-planetary war. Their sole purpose was to make a visual
impression on the filmgoer. They are therefore artistic works.”

NOTE: EQUATING ART AS BEING THE OPPOSITE OF FUNCTION
- WHATEVER FUNCTION MEANS...

because the articles in question have no functional purpose whatever.
The Stormtroopers’ helmets and armour did not exist in order to
keep their wearers warm or decent or to protect them from injury in
an inter-planetary war. Their sole purpose was to make a visual
impression on the filmgoer. They are therefore artistic works.”

NOTE: EQUATING ART AS BEING THE OPPOSITE OF FUNCTION
- WHATEVER FUNCTION MEANS...

“It was a mixture of costume and prop. But its primary 
function is utilitarian. While it was intended to express 
something, that was for utilitarian purposes. While it 
has an interest as an object, and while it was intended to 
express an idea  it was not conceived  or created  

What the HCt judge said 

express an idea, it was not conceived, or created, 
with the intention that it should do so other than as 
part of character portrayal in the film. That, in my view, 
does not give it the necessary quality of artistic creation  
....”

per Mann J.

“Mr Bloch seeks to avoid our example of a real soldier’s 
helmet being used as a prop in a film by stressing the 
fictional and imaginary nature of the stormtroopers 
and what they were . . .But that argument confuses the 
f l f h h h h l

What the Court of Appeal said 

fictional nature of the stormtrooper with his physical 
depiction in the film. Although invented, the helmet 
and armour are still recognisable as such and have a 
function within the confines of the film as the 
equipment of the stormtrooper.”

per Lord Justice Jacob
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“The Star Wars films are set in an imaginary, science-fiction 
world of the future. War films set in the past (Paths of Glory, 
for instance, depicting the French army in the first world war, 
or Atonement depicting the British Expeditionary Force at 

What the House of Lords said 

Dunkirk) are at least based on historical realities. The actors 
and extras in the trenches or on the beaches may be wearing 
real steel helmets, or (because real steel helmets of the correct 
style are unobtainable in sufficient numbers) they may be 
wearing plastic helmets painted khaki. In either case the 
helmets are there as [..] “a mixture of costume and prop” in 
order to contribute to the artistic effect of the film as a film.”

“It would not accord with the normal use of language to 
apply the term “sculpture” to a 20th century military 
helmet used in the making of a film, whether it was the 
real thing or a replica made in different material, 
however great its contribution to the artistic effect 
of the finished film. 

Th  t f  l i  th  t  t   I i l The argument for applying the term to an Imperial 
Stormtrooper helmet is stronger, because of the 
imagination that went into the concept of the sinister 
cloned soldiers dressed in uniform white armour. But it 
was the Star Wars film that was the work of art 
that Mr Lucas and his companies created. The 
helmet was utilitarian in the sense that it was an 
element in the process of production of the film.”

What the judges are saying is 
this: if you have product 

designs which have been 
created as part of a greater p g

work, those individual 
elements are “functional” as 
they exist only to create the 

greater work.

what about ...

the spectator? p

the consumer?

the market?

DAMAGED STAR WARS STORMTROOPER 
COSTUME - SOLD AT CHRISTIE’S FOR £524, 038 

(US$ 815, 927), NOVEMBER 2011

Stormtrooper replica helmet made from non-Ainsworth mould = £259
Stormtrooper helmets made from an Ainsworth mould = £500

an Ainsworth-made unfinished Stormtrooper helmet sold at a Christies auction in 2002 
= £4,465.
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Furniture

Hensher v Restawile Upholstery 
Ltd. (1975) RPC 31 (House of Lords)

A mock-up furniture suite which was consciously aimed at the the 
mass-consumer market. 

The plaintiffs argued that the defendants by making similar furniture 
suites had infringed their copyright in the prototype furniture

Issue: was the furniture suite a “work of artistic craftsmanship” 

Hensher - expert testimony of the 
furniture 

• “a winner”

• “a wonderful suite”

• “good commercial design”

• “novelty... quite distinct individuality”

• “horrible”

• “vulgar”

• “brash” 

• “great appeal -- slightly vulgar”. 

Hensher - Court of Appeal

• “.... in order to qualify as a work of artistic 
craftsmanship, there must at least be expected in 
an object or work that its utilitarian or functional 
appeal should not be the primary inducement to appeal should not be the primary inducement to 
its acquisition or retention.”

• Note: Once again, an attempt to define “artistic 
craftsmanship” with reference to 
utility/functionality

5 law lords discuss “artistic”5 law lords discuss artistic

Lord Reid 
Emotional and intellectual pleasure - the spectator

• “A work of craftsmanship suggests to me a durable, useful, 
handmade object and a work of artistic craftsmanship 
suggests something, whether of practical utility or not, 
which its owner values because of its artistic character[...]

• “...a thing has an artistic character if he gets pleasure or 
satisfaction or he may be uplifted from contemplating it
[...]

• If any substantial section of the public genuinely admires 
and values a thing for its appearance and gets pleasure or 
satisfaction, whether emotional or intellectual, from 
looking at it, I would accept that it is artistic ...”

Lord Simon
Artist’s intention  

Lord Simon reviewed the contextual history of the provision, and 
concluded that the phrase “work of craftsmanship” presupposes 
special training, skill and knowledge for its production. 

He roundly criticised the hedonistic view of art namely the 
essence of art is that it gives visual pleasure; in his view, the 
artistic merit of the work was irrelevant.

The pertinent question was: is this the work of one who was an 
artist craftsman? This can be ascertained from expert evidence. 
However, one uses such expert evidence to ascertain a further 
element, namely the “the intent of the creator and its result”. 
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Lord Kilbrandon
Artist’s intention 

Artist’s intention  

• “The first essential of a work of art [...] is that it shall have come into existence as 
the product of an author who is consciously concerned to produce a work of art. 

• “The work either is or is not a work of art before anyone except the author has seen 
it it d t d d f it ti ti h t th iti i h thit; it does not depend for its artistic character upon the criticism, whether 
favourable or unfavourable, of other people who may make value judgements 
about it. [...] 

• “the fact that many of us like looking at a piece of honest work, especially in the 
traditional trades, is not enough to make it a work of art.

• “The story of the birth of the Bronx prototype tells of other than artistic aims and 
achievements on the part of the craftsmen. The objective [...] was the retrieval of 
commercial success in the furniture line.”

FROM TECHNICAL INVENTION TO DESIGNER ICON TO MODERN ART 
- WHERE IS THE INTENTION?

OLIVETTI TYPEWRITER DISPLAY IN SAN FRANCISCO 
MUSEUM OF MODERN ART
OLIVETTI TYPEWRITER DISPLAY IN SAN FRANCISCO 
MUSEUM OF MODERN ART

Hang on....what about the 
new EU IP wunderkind? 

EU 
Community 
Design Law

Product design - it’s all about 
marketing

In its first attempt at drafting the definition of design, the 
European Commission concentrated on the marketing 
role of the design input.

Design was also considered to be a holistic conceptDesign was also considered to be a holistic concept
which was the symbiosis of three elements: 

functional improvement or technical innovation in the 
product

creative contribution of an aesthetic nature by the 
designer

investment by the manufacturer to develop the two 
preceding elements.

Strictly no aestheticism 
• Article 3(a), Community Design Regulation 

(CDR)  

1 Deliberate absence of any qualitative1. Deliberate absence of any qualitative 
requirement of artistry or aestheticism

2.there is no legal need for the design to be 
pretty, or attractive or aesthetic or have eye 
appeal

3.there is no requirement of industrial 
character or industrial application
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Instead “function” is the key legal 
qualifier

• Community design protection is denied to features which are “solely 
dictated by its technical function” –Article 8(1), CDR

• Koninklijke Philips Electronics NV v Remington Consumer Products 
Ltd According to the Advocate General Colomer:Ltd - According to the Advocate General Colomer: 

•“...This means that a functional design may, none the less, 
be eligible for protection if it can be shown that the same 
technical function could be achieved by another different 
form.”

• Current approach in EU member states, and traditional OHIM 
approach

butbut.....

OHIM embraces aesthetics...

Lindner Recyclingtech GmbH v 
Franssons Verkstäder AB (3RD

Board of Appeal OHIM 2009)Board of Appeal, OHIM, 2009) 

ACV Manufacturing NV v AIC 
S.A. (OHIM Invalidity Division, 
2012)

Lindner Recyclingtech (OHIM, 2009)

“As long as functionality is not the only relevant factor, the
design is in principle eligible for protection. It is only when
aesthetic considerations are completely irrelevant that the
features of the design are solely dictated by the need to
achieve a technical solution.”

This is not, it must be stressed, tantamount to introducing a
requirement of aesthetic merit into the legislation. ..

It is simply recognition of the obvious fact that when aesthetics
are totally irrelevant, in the sense that no one cares whether
the product looks good, bad, ugly or pretty, and all that matters
is that the product functions well, there is nothing to protect
under the law of designs.”

ACV Manufacturing NV (OHIM Invalidity 
Division, 2012)

“The CDR denies protection to certain designs, 
not because they lack aesthetic merit but y
because aesthetic considerations play no 
part in the development of the designs, the sole 
imperative being the need to design a product 
that performs its function in the best possible 
manner.”

Recital 10, CDR: 

“Technological innovation 
should not be hampered by 
granting design protection to g g g p
features dictated solely by a 
technical function. It is 
understood that this does not 
entail that a design must have 
an aesthetic quality.”
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How to adduce evidence to show that 
“aesthetics are totally irrelevant”? [Lindner 
decision]

How to show that a product “looks good, 
bad, ugly or pretty...”? [Lindner decision] 

R b H h t t tiRemember Hensher expert testimony

Under EU design law, functionality is 
defined with reference to aestheticism 

What are aesthetic considerations? And 
from whose perspective?

• volta faccia 

• th It li h• ...the new Italian approach...

Flos v Semararo - Facts
• Arco lamp design 

• Created in 1962 by Achille and Pier Castiglioni

• Industrial design protection had lapsed

• Flos  claimed copyright protection in lamp designpy g p p g

• Claimed right had been infringed by Semararo when 
imported Fluica lamp from China into Italy

• First instance: under old Italian law, there was no copyright 
protection as this was a product design whereby the 
aesthetic and functional considerations were difficult to 
separate (separability criterion)

• CJEU held that since harmonisation, the reality is that 
copyright law must be accorded to such products

• Milan Court of Appeal held that lamps protected under copyright as they 
are creative and have “intrinsic artistic value”

• Guidelines for “artistic value” include:

• looking at the widespread appreciation of the design work in the 
cultural and institutional sector 

• critics, cultural institutions, museums, etc.

• irrespective of the fact that it is of daily use

• Court gave relevance to the fact that the “Arco” lamp has been included 
in the collection of the New York Museum of Arts and Design for over ten 
years

Arco Floor Lamp Castiglioni - Arch Lamp
Item# 10001
Regular Price : $1,650.00
Our Price : $499.00
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• Thursday, June 10, 2010
• Arco Castiglio Italian Lamp Retro Arc Floor Lamps

• Arco lamp is a truly a design classic and very much in popular 
demand. This lamp, based on the design by Castaglioni, is a 
very high quality reproduction of the MANHATTAN HOME 
DESIGN produced version. The secret of the lamp is in the weight 
in the marble base... counterbalancing the large dome shade.

• A true reproduction of the original Arco Lamp by Castiglioni.

Shop By Designer

Akiko Azumi

Arne Jacobsen

Castiglioni

Charles & Ray Eames

Eero Saarinen

Eileen Gray

George Nelson

Gerrit Rietveld
A true reproduction of the original Arco Lamp by Castiglioni.

• Made of the finest top grade Italian marble. The marble base is 
heavy enough to support and stabilize the lamp without any 
additional support. The dramatic arc makes this a very versatile 
lamp for any of your favorite rooms. The stainless steel nickel finish 
elegant arc is built to last for years and years of use. A top quality 
product, even bold enough to complete with the original on quality, 
finish, and durability.

• This Arco lamp is perfect for many rooms at many occasions. 
Unique contemporary design coupled with quality craftsmanship 
make this classic the right choice for the modern home. The marble 
Arco floor lamp provides a freestanding overhead light perfect for 
reading or lounging on the sofa.

Harry Bertoia

Isamu Noguchi

Josef Hoffmann

Le Corbusier

Louis Poulsen

Marcel Breuer

Mies Van Rohe

Poul Volther

Le Corbusier decision (Court of Milan, April 26, July 7, 2011)

• Court of Milan granted copyright protection to a Le Corbusier furniture items, 
produced under licence by Italian company Cassina, against High Tech S.r.l., 
another Italian company selling pieces of furniture identical to the ones designed 
by Le Corbusier.

Panton Chair decision (Court of Milan, September 13, 2012)

• Court of Milan granted copyright protection to the “Panton Chair” by Verner 
Panton, produced by Vitra Patente A.G., against the slavish imitation of the 
same by High Tech S.r.l. According to the Court, the exhibition of the chair in 
exhibitions and museums was evidence of its artistic value.

Artificial legal tools
works of applied art (Berne/civil law)

works of artistic craftsmanship (UK/common law)

separability/scindibilia (US/old Italian)

aesthetic merit (UK/common law)

eye-appeal (old UK/OHIM case law/common law)

marked artistic character (old Benelux)

aesthetic considerations (OHIM case law) 

ornamentation (US)

technical function (EU/US) 

MARCHEL 
DUCHAMP’S
SPECTATOR 

THEORY 

MARCEL DUCHAMP, THE 
CREATIVE ACT,1957

•“The artist may shout from all
the rooftops that he is a genius:
he will have to wait for the verdicthe will have to wait for the verdict
of the spectator in order that his
declarations take a social value
and that, finally, posterity
includes him in the primers of
Artist History.”

Market as a Spectator
• Duchamp’s view of the artist is that he is but 

one consideration when determining whether 
a work is artistic or not. 

•“All in all, the creative act is not performed
by the artist alone; the spectator brings theby the artist alone; the spectator brings the
work in contact with the external world by
deciphering and interpreting its inner
qualification and thus adds his contribution
to the creative act. This becomes even
more obvious when posterity gives a final
verdict and sometimes rehabilitates
forgotten artists.”
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Acceptance of Duchamp’s 
view?

Ambivalence in international agreements

EU Community design regime (sans OHIM)

Recent Italian decisions on furniture designsRecent Italian decisions on furniture designs

French l’unité de l’art & US Bleistein doctrines

Recent literature on consumer behaviour and lifestyle product design 

For example: S. Bayley, “Industrial design is the art of the twentieth century”, in 
In Good Shape, Style in Industrial Products, 1979; P. Gorb (ed.), Pentagram 
Design Partnership - Living by design, 1978; John O’Shaughnessy, Why People 
Buy, 1987; D. Gartman, “Harley Earl and the Art and Colour Section: The Birth of 
Styling at General Motors”, in Design History: an Anthology,1995; Helga Dittmar, 
The social psychology of material possessions: to have is to be, 1992

The spectator 
consumer/market/cultural 

institution
• Lack of correlation between law & societal/cultural/market 

perceptions of product design

• Failure of courts and policy maker to consider the “spectator”, namely the 
market and/or the consumer

• Not the ordinary observer or the informed user

• How does the spectator treat the product design? Why does the 
spectator buy the product? And why do other spectators imitate the 
product?

• Isn’s this all a bit psychological?

• On the other hand, how do we feel about courts judging 
beauty?determining the merits or values of a product design based on 
aestheticism?

THE SPECTATOR 
CONSUMER/MARKET/CULTURAL 

INSTITUTION 

The appealing appearance of a product may be an unintentional by-product. 

It is not immediately perceptible which features of a product are aesthetically 
pleasing to or are valued by a consumer. Some features may equally appeal to 
two spectators for two different reasons: “technological” or “branding” or 
“aesthetic” reasons

Technology disguises - namely, firms give their products the artificial veneer of 
innovation and progress - so features which appear to contribute to the technical 
performance of the product, may, in reality offer no such functional benefits. 
Two market-related functions. The consumer believes that the product works 
well and he is buying a revised, better working model; the manufacturer keeps 
his manufacturing and tooling costs to the minimum (General Motors policy in 
early 20th century, for example)

The above decisions are often based on the fact that it is 
the creator of the design who decides on the 
determining factors 

BUT - it is equally true that the market itself could 
impose its own determining factors, and change the 
product market

Products do evolve into a cultural icon an information

The above decisions are often based on the fact that it is 
the creator of the design who decides on the 
determining factors 

BUT - it is equally true that the market itself could 
impose its own determining factors, and change the 
product market

Products do evolve into a cultural icon an informationProducts do evolve into a cultural icon, an information 
carrier, etc.

It is difficult to gauge or characterise consumer 
purchasing patterns n order to note how a particular 
design is valued by the market. 

Consumer motivation reflects a complex pattern of 
needs which may vary according to the time and 
circumstances. 

Products do evolve into a cultural icon, an information 
carrier, etc.

It is difficult to gauge or characterise consumer 
purchasing patterns n order to note how a particular 
design is valued by the market. 

Consumer motivation reflects a complex pattern of 
needs which may vary according to the time and 
circumstances. 

Bleistein v Donaldson Bleistein v Donaldson 
Lithographing Co.Lithographing Co.

Bleistein v Donaldson Bleistein v Donaldson 
Lithographing Co.Lithographing Co.

Bleistein v Donaldson Bleistein v Donaldson 
Lithographing Co.Lithographing Co.

Bleistein v Donaldson Bleistein v Donaldson 
Lithographing Co.Lithographing Co.

Justice Justice Oliver Wendell Holmes, Jr.Oliver Wendell Holmes, Jr., , 

•• “It would be a dangerous undertaking for persons trained only to the law to “It would be a dangerous undertaking for persons trained only to the law to 
constitute themselves final judges of the worth of pictorial illustrations, constitute themselves final judges of the worth of pictorial illustrations, 
outside of the narrowest and most obvious limits. At the one extreme some outside of the narrowest and most obvious limits. At the one extreme some outs de o t e a o est a d ost ob ous ts t t e o e e t e e so eouts de o t e a o est a d ost ob ous ts t t e o e e t e e so e
works of genius would be sure to miss appreciation. Their very novelty works of genius would be sure to miss appreciation. Their very novelty 
would make them repulsive until the public had learned the new language in would make them repulsive until the public had learned the new language in 
which their author spoke. It may be more than doubted, for instance, which their author spoke. It may be more than doubted, for instance, 
whether the etchings of Goya or the paintings of Manet would have been whether the etchings of Goya or the paintings of Manet would have been 
sure of protection when seen for the first time. At the other end, copyright sure of protection when seen for the first time. At the other end, copyright 
would be denied to pictures which appealed to a public less educated than would be denied to pictures which appealed to a public less educated than 
the judge. Yet if they command the interest of any public, they have the judge. Yet if they command the interest of any public, they have 
commercial value commercial value -- it would be bold to say that they have not an aesthetic it would be bold to say that they have not an aesthetic 
and educational value and educational value -- and the taste of any public is not to be treated with and the taste of any public is not to be treated with 
contempt.” contempt.” 
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Product designs and 
fashionable lifestyles

from commerce to art to 
lifestyles

Commercial organisations use the word “design” or 
“designed by..” to sell functional and aesthetic 
products

Creators use “design” to marry beauty and function

Consumers appreciate well-designed and functional 
products, whether it is to be viewed and displayed in 
the living room kitchen outdoor or museumthe living room, kitchen, outdoor, or museum

James Dyson : “AIR MULTIPLIER”

Leonhard Pfeifer, designer, in John 
Lewis’s “Design Collective”

top 20 trends this week

www.trendhunter.com

This week = 13th place 

This week = 1st place 


